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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
03/24/2008 has been entered. 

Response to Amendment 

2. This office action is in response to communications filed 03/24/2008. Claims 1-6, 
8 and 9 are pending. Claims 1 , 4, 8 and 9 are amended. Claims 2, 3, 5 and 6 have 
been previously presented. Claim 7 is cancelled. 

Response to Arguments 

3. Applicant's arguments filed 03/24/2008 have been fully considered but they are 
not persuasive. 

Regarding Claims 1 and 4, the applicant argues that Kuroda discloses warning a 
user and that Kuroda does not teach or suggest issuing a recoding substitution request 
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to an external device only allows a viewer to select another storage device (Pages 9- 
1 2). The applicant argues that Zigmond does not discloses the claim limitations of the 
one inserting or substitution advertising information in a recorded program stored in a 
storage means. 

In response to the argument, the examiner respectfully disagrees. As the 
applicant pointed out, the viewer may select another or external device. Kuroda 
discloses means for issuing a recording substitution request to an external device for 
recording the program via the connection means in response to a negative result of the 
determination or based on the determination of insufficient capacity, the recording 
system processes another recording request or recording substitution request to an 
external device or VCR or DVD or other peripheral device (Column 4, lines 38-57, 
Figure 7). Furthermore, the device with insufficient capacity is deleted (Figure 7). 
Kuroda meets the limitations as disclosed in the claims. Zigmond discloses inserting 
the advertising information in a recorded program in addition to original commercial 
information or any commercials that an advertiser can specify to be shown during a 
particular program without regard to the channel included in the recorded program and 
also some not all commercials or advertisements are overwritten based on timewise 
data (Column 1 2, lines 54-59, Column 1 4, lines 1 -1 2) or replacing or substituting for the 
original commercial information included in the recorded program (Column 14, lines 1- 
12). Also, Zigmond discloses that one advertisement can be replaced versus all the 
advertisements (Figures 2A, 2B). 
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In response to the arguments for dependent claims for claims 1 and 4, see 
response to the arguments for claim 1 . 

Regarding Claim 3, the applicant argues that the Office has not indicated how a 
failure in a system will result in determining that it is impossible to record. The rejection 
of official notice has been removed. 

In response to the argument, Kuroda discloses the determination means 
generates a negative result when a failure in the system prevents a broadcast program 
from being recorded in the storage means or insufficient capacity of a storage device 
making it impossible to store in the device (Figure 7). 

4. In response to the arguments, claim 8 is a broader limitation than claim 1 , 4 and 
9. There are no claim limitations for insertion of advertisements. 

The applicant argues that Chihara does not disclose automatically issuing a 
recording substitution request (Page 8). 

In response to the argument, the claim does not disclose the applicant's 
arguments. Chihara meets the limitations as disclosed in the claims. 

Note: there is a new rejection for Claim 8 as anticipated by Kuroda. 

5. Applicant's arguments with respect to claim 9 have been considered but are moot 
in view of the new ground(s) of rejection. 

See arguments to Claim 1 . 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claim 8 are rejected under 35 U.S.C. 102(e) as being anticipated by Chihara (US 
6,678,462). 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .1 32 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

Regarding Claim 8, Chihara discloses a recording system for recording and/or 
reserving a program and a recording substitution system for substitutional^ recording a 
program (Figure 4) comprising: 



Application/Control Number: 09/870,296 Page 6 

Art Unit: 2623 

A request accepting portion configured to accept a request to record and/or 
reserve a program (Figure 3, S2, S3, S4, S6, Figure 4); 

A storage portion configured to record a program (Column 5, lines 48-57, Column 
6, lines 15-24, Figure 4); 

A connection portion configured to connect with an external device or a 
connection means to another storage device (Column 5, lines 48-57, Column 6, lines 
15-24, Figure 4, Figure 1); 

A determination portion configured to determine whether the storage portion 
contains sufficient space to record a program requested to be recorded an/or reserved 
(Column 5, lines 48-57, Column 6, lines 15-24, Figure 4) and 

An issue portion configured to issue a recording substitution request to the 
external device via the connection portion automatically in response to negative result 
from the determination portion (Column 5, lines 48-57, Column 6, lines 15-24, Figure 4). 

8. Claim 8 is rejected under 35 under 35 U.S.C. 102(e) as being anticipated by 
Kuroda (US 6,31 1 ,01 1). 

Regarding Claims 8, Kuroda disclose a recording system for recording and/or 
reserving a program (Figure 1) and a recording substitution system for substitutional^ 
recording a program (Figure 1), comprising: a request accepting portion configured to 
accept a request to record and/or reserve a program (Column 4, lines 18-50); a storage 
portion configured to record a program (Column 4, lines 18-50, Figure 2, 103, 105); 
connection portion for connecting with an external device (Column 4, lines 38-44, 
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Column 5, lines 60-65); means for receiving a program (Figure 1, Figure 2) 
determination portion to determine the storage portion contains sufficient space to 
record a program requested to recorded and/or reserved (Column 5, lines 60-65); an 
issue portion configured to issue a recording substitution request to an external device 
for recording the program via the connection means in response to a negative result of 
the determination (Figure 22, Figure 7). Kuroda discloses recording substitution means 
or the recorder/player for responding to reception of a recording substitution request via 
connection means and receiving and recording a corresponding in the storage means 
(Column 5, lines 60-65, Figure 7). Kuroda discloses the recoding system or recording 
substitution system receives and records television programs in the storage means or 
the external device. 



Claim Rejections - 35 USC § 103 



9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



10. Claims 1-6 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kuroda (US 6,31 1 ,01 1 ) in view of Zigmond et al (US 6,698,020 and hereafter 
referred to as "Zigmond"). 
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Regarding Claims 1 and 4, Kuroda disclose a recording system for recording 
and/or reserving a program (Figure 1) and a recording substitution system for 
substitutionally recording a program (Figure 1), comprising: means for accepting a 
request to record and/or reserve a program (Column 4, lines 18-50); storage means for 
recording a program (Column 4, lines 18-50, Figure 2, 103, 105); connection means for 
connecting with an external device (Column 4, lines 38-44, Column 5, lines 60-65); 
means for receiving a program (Figure 1 , Figure 2) determination means for 
determination whether it is possible to record a program requested to recorded and/or 
reserved (Column 5, lines 60-65); means for issuing a recording substitution request to 
an external device for recording the program via the connection means in response to a 
negative result of the determination (Figure 22, Figure 7). Kuroda discloses recording 
substitution means or the recorder/player for responding to reception of a recording 
substitution request via connection means and receiving and recording a corresponding 
in the storage means (Column 5, lines 60-65, Figure 7). Kuroda discloses the recoding 
system or recording substitution system receives and records television programs in the 
storage means or the external device, which necessarily includes commercials. Kuroda 
is silent on user information management means for storing user information about each 
requesting origin, and obtaining advertising information appropriate for a user attribute 
of the requesting origin via the connection means and one of a) inserts the advertising 
information in a recorded program stored in the storage means in addition to original 
commercial information included in the recorded program and b) substitutes the 
advertising information for the original information in the recorded program. 
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Zigmond discloses user information management means for storing user 
information about each requesting origin (Figure 5, 82), and obtaining advertising 
information appropriate for a user attribute of the requesting origin via the connection 
means to the external device and inserting the information in a recorded program or the 
household device or advertisement insertion device has a connection means to external 
devices including video tape or any other medium carrying recorded video programming 
which has the stored video program and advertisements appropriate for a user attribute 
is inserted into the recorded program (Figure 5, Figure 6, Column 7, lines 9-12, Column 
11, lines 31-65). Zigmond discloses one of a) inserting the advertising information in a 
recorded program in addition to original commercial information or any commercials that 
an advertiser can specify to be shown during a particular program and only some 
commercials have to be replaced in a recorded program so inserting new commercials 
to original commercials with the recorded program (Column 14, lines 1-12, Column 12, 
lines 54-59) included in the recorded program interpreted which is met by some 
commercials or advertisements are overwritten based on timewise data (Column 14, 
lines 1-12) and b) replacing or substituting for the original commercial information 
included in the recorded program (Column 14, lines 1-12). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Kuroda to include that the user information 
management means for storing user information about each requesting origin (Figure 5, 
82), and obtaining advertising information appropriate for a user attribute of the 
requesting origin via the connection means to the external device and inserting the 
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information in a recorded program or the household device or advertisement insertion 
device has a connection means to external devices including video tape or any other 
medium carrying recorded video programming which has the stored video program and 
advertisements appropriate for a user attribute and one of a) inserting into the recorded 
program (Figure 5, Figure 6, Column 7, lines 9-1 2, Column 1 1 , lines 31 -65) in addition 
to original commercial information or any commercials that an advertiser can specify to 
be shown during a particular program included in the recorded program some 
commercials or advertisements are overwritten based on timewise data (Column 14, 
lines 1 -1 2, Column 1 2, lines 54-9) and b) replacing or substituting for the original 
commercial information included in the recorded program (Column 14, lines 1-12 as 
taught by Zigmond in order to provide advertisements that are more interesting to the 
viewer for premium payment from the advertiser (Column 1, lines 23-35) as disclosed 
by Zigmond. 

Regarding Claim 9, Kuroda disclose a recording substitution system for 
substitutionally recording a program (Figure 1), comprising: 

a receiving portion configured to receive a program (Figure 1, 102), storage 
portion configured to record a program (Column 4, lines 18-50, Figure 2, 103, 105); 
connection portion for connecting with an external device (Column 4, lines 38-44, 
Column 5, lines 60-65); recording substitution portion configured to (a) respond to 
reception of recording substitution request from the connection portion (Figure 7, S105- 
S107), b) receive and record a correspond program in the storage portion (Figure 7, 
S101). It is necessarily included that a program includes commercials. Kuroda is silent 
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on one of 1) substitutes the advertising information for the original information in the 
recorded program and 2) inserts additional advertising information in a recorded 
program stored in the storage means in addition to original commercial information 
included in the recorded program. Zigmond discloses a program comprising 
advertisements or commercials (Figure 5, Figure 6, Column 7, lines 9-1 2, Column 1 1 , 
lines 31-65) and recording substitution portion (Figure 5) configured to one of 1) 
replacing or substituting for the original commercial information included in the recorded 
program (Column 14, lines 1-12) and 2) inserting the advertising information in a 
recorded program in addition to original commercial information or any commercials that 
an advertiser can specify to be shown during a particular program and only some 
commercials have to be replaced in a recorded program so inserting new commercials 
to original commercials with the recorded program (Column 14, lines 1-12, Column 12, 
lines 54-59) included in the recorded program interpreted which is met by some 
commercials or advertisements are overwritten based on timewise data (Column 14, 
lines 1-12). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Kuroda to include one of 1) replacing or 
substituting for the original commercial information included in the recorded program 
(Column 14, lines 1-12) and 2) inserting the advertising information in a recorded 
program in addition to original commercial information or any commercials that an 
advertiser can specify to be shown during a particular program and only some 
commercials have to be replaced in a recorded program so inserting new commercials 
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to original commercials with the recorded program (Column 14, lines 1-12, Column 12, 
lines 54-59) included in the recorded program interpreted which is met by some 
commercials or advertisements are overwritten based on timewise data (Column 14, 
lines 1-12) as taught by Zigmond in order to provide advertisements that are more 
interesting to the viewer for premium payment from the advertiser (Column 1 , lines 23- 
35) as disclosed by Zigmond. 

Regarding Claim 2, Kuroda and Zigmond disclose all the limitations of Claim 1. 
Kuroda discloses the determination means generates a negative result when a 
remaining capacity of the storage means is not sufficient for recording a broadcast 
program requested to be recorded and/or reserved (Figure 7, Column 5, lines 60-65). 

Regarding Claim 3, Kuroda and Zigmond disclose all the limitations of Claim 1. 
Kuroda discloses the determination means generates a negative result when a failure in 
the system prevents a broadcast program from being recorded in the storage means or 
insufficient capacity of a storage device making it impossible to store in the device 
(Figure 7). 

Regarding Claim 5, Kuroda and Zigmond disclose all the limitations of Claim 4. 
Kuroda discloses when the recorder is connected with the Internet; the video recorder 
may store signals via World Wide Web in the temporary storage device (Column 12, 
lines 28-44). It is noted that the World Wide Web records data from a plurality of 
external devices (plurality of users) and the substitution means is located upstream from 
the user and records program per users requests. 
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Regarding Claim 6, Kuroda and Zigmond disclose all the limitations of Claim 4. 
Kuroda discloses comprising user information management means for storing user 
information about each requesting origin, wherein the recording substitution means 
records a broadcast program in a format appropriate for a user attribute of the 
requesting origin including HDD format, DVD format or VCR format (Figure 1, 105, 
Figure 7, Figure 22). 



Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to FARZANA E. HOSSAIN whose telephone number is 
(571)272-5943. The examiner can normally be reached on Monday to Friday 7:30 am 
to 3:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Kelley can be reached on 571-272-7331 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Chris Kelley/ 

Supervisory Patent Examiner, Art 
Unit 2623 

FEH 

April 21, 2008 



